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THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the first and the second self-assembling 
molecules having or sharing the same back-bone structure, does not reasonably 
provide enablement for any possible pairs of self assembling molecules. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. The specification provides enablement for the pairs of self-assembling first 
and the second molecules, where the first and the second molecules are each self- 
assembling and they both share a common back-bone structure. However, the 
specification provides no guidance on how to select the first and the second molecules 
so that they can together self-assemble into an ordered structure. While there is a large 
number of different self-assembling molecules, including molecules of simple or 
complex backbone structure currently known in the art, it would require undue 
experimentation to determine which specific first and second molecules among known 
self-assembling molecules would together assemble in a ordered composite structure. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Application/Control Number: 10/607,157 
Art Unit: 1711 



Page 3 



Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "said covalent bonding functionality" in step (b). 
There is insufficient antecedent basis for this limitation in the claim. Furthermore, it is 
not clear whether the "cross-linking functionality" in step (a) is the same or different from 
the recited "covalent bonding functionality" of step (b). 

Claim 3 is confusing. Not only the recitation "said two or more nanopores" lacks 
antecedent basis, the meaning of this recitation is not understood since it is not defined 
anywhere in the specification. Claim 3 so confusing in its meaning so it is withdrawn 
from further examination on the merits. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2, 5-1 1 and 13-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent 6,653,358 to Bzura et al., (hereinafter "Bzura"). 

The reference discloses a method of forming nanoporous structures by 
combining a first functionalized matrix molecule with a porogen molecule having no 
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functional groups, bonfing or crosslinking the matrix and removing the porogen 
molecules thus producing nanoporous structures. The reference expressly teaches that 
the matrix and the porogen molecules can be self-assembleing molecules. See, for 
example, column 7, line 42 et seq. Illustrative examples disclose sheets and nano 
objects disclosed as structures obtained from the method taught by the patentee. The 
molecules suitable as the matrix and the porogen molecules are disclosed as linear 
molecules and from the molecular weight of the pororgen the limitation of the molecule 
length is inherently met by the disclosed porogen molecules. See, for example, 
columns 4-7 for the matrix structure, columns 7-8 for the porogen structure, and column 
9, line 30-37 for lower limits on porogen molecular weight. 

As far as the kit claims 17-20, the reference anticipates these claims as per 
discussion of method claims above, since it has been established by the court that the 
content of written instructions was not patentable subject-matter that could be relied 
upon to overcome a prior art rejection of a biotech kit claim. In re Ngai and Lin (Fed 
Cir 03-1524, decided March 8, 2004, precedential opinion issued May 13, 2004). 

The invention as claimed in claims 1,2 , 5-11 and 13-20 is, therefore, anticipated 
by the disclosure of Bzura. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bzura. 

The disclosure of Bzura is discussed above. The reference expressly teaches 
that the pore size in the preferred embodiments does not exceed 10 nm (see column 
10, lines 55-59), thus rendering anything below 10 nm, including the claims diameter of 
5 urn obvious absent showing of unexpected results that can be attributed to the pore 
size. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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